Government of India
Copyright Office
Register of Copyrights

1. Registration No: A-64850/2003

2. Name,address and nationality of the applicant: MRS. JAGJIT KAUR, SOL

ASTHAN, PATNA CITY - o
INDIAN o
5

3. Nature of applicant's interest in the copyright of the OWNER

work n/a : =
4. Class and description of the work ARTISTI
5. Title of the work: § NIHAKL UTTAM @
6. Language of the work: %SH >
7. Name, address and nationality of the author and if  NAME & ADD. AS IN COL.2 AB ;
the aouthor is deceased, date of his decease: / 85”
8. Whether the work is published or unpublished: \% X

INDIAN
PUBLISHED (/O
Sy

9. Year and country of the first publication and’name, 2002 INDIA
address and nationality of the publisher: NA DD. AS I%OLQ AB
INDJ ?&

10. Years and countries of subsequent publications, if &
any, and names, addresses and/hationalities of the A0 <\0> A
publishers: o\ ‘\v‘.‘ & >
11. Names, addresses and nafionalities of the NA ADD. AS INCQQQE.ZS\&BOY.E&“ &
of various rights comprisjng the copyright i \ Q}-?X@‘ \C' 5\’ &
work and the extent of fights held by each, together o ,,;‘?' S O d"‘%
with particulars of asgignments and licengds, if any; & ) Qg,‘ ‘\\ O &

N e &9 0
-0 £ o

her Q& NAME & ADD. 85 IN COLBRROVE o

licence of INDIAN o >

12. Names, address

ersons, if an 5
p y \gﬂ ‘\?;‘

e location ﬁrt.he PATNA CITY 5
NAME & ADD. AS IN COL.2 ABOVE.
on of it. (Inthe INDIAN

A COPY OF THE WORK IS ANKNEXED
01941/2002-CO/A
12/07/2002
ﬁ 08/10/2002 0

—

DEPUTY REGISTRAR OF COPYRIGHTS

&




L

GOVERNMENT OF INDIA
; TRADE MARKS REGISTRY

No. C.C.5018/2001-2002 77,
/ S Central Building,
101, MK. Road,
Mumbai - 400 020.

_From : The Registrar of Trade Marks Date: g45-46- <L
To,
SHUKLA TRADE MARK COMPANY
KOLKATA

Sub:  Copyright search in respect of the label “NIHAL UTTAM” in the name
of J XK. ENTERPRISES.

Sir / Madam,

With reference to your letter / request on form TM-60 dated 11-2-2002 a search has been made
among the collections of pending marks as well as in the Register of Trade Marks, available upto 06-
06-2001.

A certificate from the Registrar of Trade Marks is enclosed herewith.

Encl: As above (Certificate)




To

The Registrar of Copyrights

Copyright Office,
New Delhi.

C.C. 5018/2001-2002

GOVERNMENT OF INDIA
TRADE MARKS REGISTRY
Central Building,
101, MX. Road,
Mumbai — 400 020,

C TIFICATR
(For use under Section 45(1) of the Copyright Act, 1957)

In the matter of Copyright registration in
_respect of the label “NIHAL UTTAM” of
~M/S. JK. ENTERPRISES, Jahaji Kothi,
- Kali Asthan, Patna City — 800 009, Bihar.

It is hereby certified that a search has been made among the
collections of pending marks as well as in the Register of Trade
Marks for the artistic work as a whole and that no Trade Mark
identical with or deceptively similar to the said artistic work (a
copy of which is annexed hereto) has been registered under the
Trade and Merchandise marks Act, 1958 or that no application has
been made under the said Act for registration by any person other
than the applicant who has applied for registration of the artistic
work under No. 1079163 in Class 29.

Dated this 14™ day of June, 2002.
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1. In the name of Proprietor(s). s Jagjit Kaur, :
M/s. J. K. Enterprises,
Jaha ji Kothi,
Kali Asthan, 1=
Patna City=-800 009,

Bihar, India,

2. Address for Service(s). ' $ SHUKLA TRADE MARK COMPANY

71, c‘nﬂm Street,
Room Ne. C=518,
Sth Floor,

Bagree Market,

Eolkaga =700 001,

S ignature

( H, P, SHUKLA )
Advocate.
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IN THE HIGH COURT OF DELHI AT NEW DELHI
\ (Civil Appellate Jurisdiction)

RFA No. )”)rofzo(@)

! Marico Limited ... Appellant

Versus

Mrs. Jagjit Kaur ... Respondent

RO OR PRGN i v

Marico Ltd.
- Rang Bhadra, K.C. Marg,
‘ Bandra,
Reclamation, Bandra West
Mumbai — 400 004
: ...Appellant
S\
: Versus
. Mrs. Jagjit Kaur,

: \
Sole Proprietress, -

M/s. J K. Enterprises, JahajiKothi, .
Kaliasthan, Patna- 800009 | ...Respondent

)
Anz\i‘nd

NEW DELHJ, i
DATED :/£December 2008 Advocates fof the Appellant
HCD-52 HIGH COURT OF DELHI 783
: ' ' Receipt No. ‘
Book No. =
(i 8 Pated.. 2//457

| : ‘ )
‘Received a sum of Rs e T

Rupees......... o R ' i e e .

Treasurer
High Court of Delhi
New Delhi

L Nete +- To produce this receipt at the time of refund.
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IN THE HIGH COURT OF DELHI AT NEW DELHI

Reserved on : 12" March, 2018

+ Date of Decision: 20™ April, 2018
| RFA 17/2009
B SO L0 6 8 0y i SIS S Sl P A S Appellant
Through:  Ms. Anuradha Salhotra & Mr. Achal
Shekhar, Advs. (M-9602338663).
versus
MRS. JAGIT KAUR ..... Respondent
Through:  None.
CORAM:
JUSTICE PRATHIBA M. SINGH
JUDGMENT
Prathiba M. Singh, J.
1. Before the Copyright Board, an application was preferred under

Section 50 of the Copyright Act, 1957 by Hindustan Unilever Limited, the
predecessor of Marico Ltd., Appellant herein, (hereinafter ‘Appellant’)
against one M/s. J.K. Enterptiseé (proprietary concern of Mrs. Jagjit Kaur)
(hereinafter, ‘Respondent’). The Appellant sought rectification of the
impugned entry in the Register of Copyrights bearing no. A-64850/2003
dated 25" July, 2003, which is an artistic work for the label “NIHAL
UTTAM”. The Appellant claims to be the successor-in-interest of Tata Oil
Mill Company Ltd. (hereinafter, ‘TOMCQO’) which had coined the brand
name ‘TATA NIHAR’. In 1994, the brand was amended to ‘NIHAR’ and was
used in i‘espect of hair oil, coconut oil, cosmetics, perfumes, etc. The earliest
trade mark registration of the word “NIHAR” dated back to 24™ October,

1994 and has since been registered in India and in several other countries
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including Qatar, Kuwait, Malaysia, Bangladesh, Nepal, UAE, Saudi Arabia,
Yemen, Mauritius and others.

2 It is the case of thevApp(allant that the trade mark NIHAR has been in
use for several years in respeét of coconut oil and the label that has been
used, has the primary colour scheme of green, :yell_ow ‘and white w1th the
representation of two coconut trees. Over the years though, the labels
themselves have been amended, the fundamental get up and colour scheme
continued to remain the same. The Appellant came across the Respondent's
copyright registration bearing No A-64850/2003. The Appellant’s
contention was that the Respondent registered the impugned copyright as an
artistic work” under Section 2(c) of the Copyright Act, in the year 2003.
The registration issued to the Respondent dated 25" July, 2003 claimed the
first publication to be of 2002. Accordingly, a Rectification Petition came to
be filed before the Copyright Board, seeking rectification/removal of the
Respondent's registration from the Register of Copyrights. Before the Board,
the Appellant was substituted as Petiti’oner in the petition after assignment of
relevant rights from Hindustan Unilever Ltd. Accordingly, the Appellant
herein would be deemed to include the present Appellant or its predecessor.
The Rectification petition was dismissed on 21st September 2008 and the
present appeal assails the said order. On the last date, counsel appearing for
the Respondent had sought discharge after giving notice to the Respondents.
Counsel was accordingly discharged and the matter was adjourned. None
appears for the Respondent and is therefore proceeded exparte. Submissions
on behalf of the Appellant have been heard.

3 A perusal of the Respondent’s impugned copyright registration and

the Appellant’s labels show that there are several similarities between the
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same. The comparison of the works of the Appellant and the Respondent are
set out below:

NIHAR NIHAR

NIHAR

(APPELLANT’S LABEL)

(RESPONDENT’S LABEL)

4. A perusal of the labels which are extracted above clearly shows that
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the Respondent’s artistic work “NIHAL UTTAM” is clearly not an original
work but an imitation of the Appellant’s label. The Respondent's label is a

substantial reproduction and a colourable imitation of the Appellant’s
“NIHAR COCONUT OIL”. The Appellant is thus a person aggrieved and is

entitled to maintain the petition under Section 50 of the Copyright Act 1957.

The said provision reads as under:

"50. Rectification of Register by Appellate Board.- The

Appellate Board on application of the registrar of

Copyrights or of any person aggrieved, shall order the

rectification of the Register of Copyrights by-

(a) the making of any wronglyv omitted to /hc register,

or ; :

~(b) the expunging of any entry wmngly made in, or
remaining on, the register, or

(c) the correction of amy error or defect in the
register.”

5. The question that arises in this case is as to whether the Respondent’s
impugned copyright registration is an “entry wrongly made in or remaining
on the Copyright Register": Any entry made of a work which is not an
original work would be an entry.wro.ngly made in the Register. A perusal of
the Respondent’s registration shows that the Respondent claims the
“NIHAR UTTAM” label extfacted above to be an ‘artistic work’ published
for the first time in 2002.:,Copy‘rigfht; registration can only be granted to
original artistic works. 'Régiéti'éfidn‘ of copyright cannot be granted to works
which are a reproduction or 1m1tat10r1 of other orlglnal works. [f any person
has obtained reglstratlon of copyrlght of a work whlch is not an original
work under Section 13 of the Copyr1ght Act such a reglstratlon or entry

made in the register would be an entry wrongly made.
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6. A perusal of the labels~ exptaotéd h_eréjnab(’)% shows that the

comparative features of the two labels are so similar that “NIHAL UTTAM”
label can safely be termed as colourful imitation or substantive reproduction.
Colour scheme between the two labels is the same. The manner in which
the coconut tree is arranged is the same. the arrangement of two broken
coconuts is similar. Due to the long user in the market, the Appellant’s label
was quite extensively used and hence the Respondent had access to the
Appellant’s label. It is the settled position in law that when two labels or
artistic works are compared, the broad features are to be compared and not
by putting the two labels side by side. The Supreme Court in Parle

Products P. Ltd v. J. P, & Co., Mysore (1972) 1 SCC 618 observed as

under:

9. It is therefore clear that in order to come to the
conclusion whether.one mark. is deceptively similar to
another, the broad and essential features of the two are
to be considered. They should not be placed side by
side to find out if there are any differences in the
design and if so, whether they are of such character as
lo prevent one design from being mistaken for the
other. It would be enough if the impugned mark bears
such an overall similarity to the registered mark as
would be likely to mislead a person usually dealing
with one, to accept the other if offered to him. In this
case we find that the packets are practically of the
same size, the colour scheme of the rwo wrappers is
almost the same; the design on both though not
identical bears such a close resemblance that one can
easily be mistaken for the other. The essential features
of both are that there is a girl with one arm raised and
carrying something in the other with a cow or cows
near her and hens or chickens in the foreground. In the
background there is a Jarm. house with a fence, The

4+
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word "Glucose Biscuits" in one and "Glucose Biscuits"
on the other occupy a prominent place at the top with a
good deal of similarity. between the two writings.
Anyone in our opinion who has a look at one of the
packets to-day may easily mistake the other if shown
on another day as being the same article which he had
seen before. If one was not careful enough to note the
peculiar features of the wrapper on the plaintiffs’
goods, he might easily mistake the defendants' wrapper
for the plaintiffs' if shown to him some time after he
had seen the plaintiffs’. After all, an ordinary
purchaser is not gifted with the powers of observation
of a Sherlock Holmes. We have therefore no doubt that
the defendants' wrapper is deceptively similar to the
plaintiffs'" which was registered. We do not think it
necessary, to refer to the decisions referred to at the
Bar as in our view each case will have to be judged on
its own features and it would be of no use to note on
how many points there was similarity and in how many
others there was absence of it.”

Though the above observation has been rendered in the context of

comparison of label marks in a passing off action, the tests for comparison

of labels which are artistic Wbrks, would be the same.

The Copyright Board has primarily rejected the Appellant’s

contentions on the ground that ‘NIHAR’ is a word of Sanskrit origin.
‘NIHAL’, on the other hand, owes it origin to Persian. The Copyright Board
has further held that the Appellant’s allegations in the copying are in a very
genefalized form and no specifics of the attributes of copying have been
explained. Hence, the Copyright Board held that there is no shred of

evidence to explain the copying. The Copyright Board has, thereafter,

observed as under:

“Copy of the labels annexed to the registration

RFA 17/2009
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certificate granted to the respondent under question
submitted by the petitioner as Annexure L indicates
works NIHAL UTTAM superscripted with the word
‘NIHAL' in - Aerial . Black fonts and the word
‘UTTAM" written down below ‘NIHAL’ in Elephant
fonts. There is in left margin in the circle mentioned in
semi circle ‘100% PURE&NATURAL ' and within the
larger circle in a small . circle superscribed JK. in
Edwardian Script ITC fonts with two coconut trees
down below that. Petitioner had been using all along
‘NIHAR® with its various variations with three
successive owners. These words owe their roots to
different languages having distinct meanings. Whereas
‘NIHAR' is a word of Sanskrit origin ‘NIHAL' owes it
origin to Persian. Petitioner has alleged about the
copying in a very generalised form and no specifics of
the attributes of copying have been explained. There is
not a shred of evidence of buttress as to the features of
copying. Arguments in the nature of class of goods and
nature of business of the Petitioner and Respondent
being similar and so there being degree of confusion
and deception have.a prominent role in determining a
matter relating to the rights of a trade mark. In matter
of copyright, lackness of the originality of the work is
the touchstone.” ‘

8. A perusal of the above findings of the Copyright Board reveals that
the Copyright Board has made fundamental errors in analysing the two
artistic works. Arguments in the nature of class of goods and nature of
business of the petitioner and respondent not being similar and so there
being no chances of confusion and deception do not have a bearing in a
matter involving rectification of copyright. In matters of rectification of
copyright, a lack of originality in the work is the touchstone. The Board is

concerned with artistic features in the label and not with the trademark. The
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artistic features and their comparison clearly shows that the Respondent’s
label has been clearly inspired by the Appellant’s label and the features,
colour combination, get up, etc., are also substantially similar. The
Respondent’s publication and the creation of the work are also subsequent to
that of the Appellant. Under such circumstances, the rejection of the
rectification application on the ground that the word “NIHAR” comes from
Sanskrit and “NIHAL” owes its origin to Persian is completely contrary to
law.

9. The Copyright Board has observed that the Division Bench of High
Court of Calcutta has vacated the stay earlier granted by the Single Judge of
the said High Court. The present appeal is independent of the said
proceedings pending in the Calcutta High Court, inasmuch as the Court in
this case is concerned with the originality of the label of the Respondent.
- The exact status of the said litigation in the Calcutta High Court has not
been brought before this Court. This Court is only concerned with the
reasoning of the Copyright Board in dismissing the rectification petition
filed by the Appellant.

10.  Though trademarks and copyright operate under different statutes,
since rights in an original artistic work could overlap with label marks
registrable under the Trade Marks Act, the legislature in its wisdom added a
proviso to Section 45 in the Copyright Act which reads as under:

“45. Entries in Register of Copyrights.- (1) The author
or publisher of, or the owner of or other person
interested in the copyright in, any work may make an
application in the prescribed form accompanied by the
prescribed fee to the Registrar of Copyrights for
entering particulars of the work in the Register of
Copyrights:
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[Provided that in respect of an artistic work which is
used or is capable of being used in [relation to any
goods or services], the application shall include a
Statement to that effect and shall be accompanied by a
certificate from the Registrar of Trade Marks referred
to in [Section 3 of the Trade Marks Act, 1999 (47 of
1999)]. to the effect that no trade mark identical with
or deceptively similar to such artistic work has been
registered under that Act in the name of. or that no
application has been made under that Act for such
registration by any person other than the applicant.]
(2) On receipt of an application in respect of any work
under sub-section (1), the Registrar of Copyrights may,
after holding such inquiry as he may deem fit, enter the
particulars of the work in the Register of Copyrights.”

1. Thus, before any application for copyright registration can be
allowed, the applicant has to seek a no objection from the Registrar of
Trademarks. The Registrar has'to see as to whether any trademark identical
or deceptively similar to such artistic work exists on the Trade Marks
Register and then issue a No-Objection letter. In the present case
admittedly, the Trademark for the word “NIHAR” was applied for and
registered since 1994 for an identical class of products i.e. oil. It is unclear
as to whether the Appellant itself or its predecessor had registered any label
as “NIHAR” for coconut oi1.< Thus, it cannot be said that the no objection
certificate issued in favour of the Respondent was wrongly issued by the
Registrar of Trademarks. However, the other evidence which was presented
by the Appellant in the form ‘of the following documents ought to have been
considered by the Copyright Board.
1) Copies of packaging of TATA NIHAR since 1995

2) Economic Times dated 27" April, 2002 about the market share
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of TATA NIHAR.
3)  Deed of assignment dated 10" September, 1997 between Ajit

Upasham, and the predecessor of the Appellant aséigning the
copyright to the Appellant’s predecessor.
4)  Second deed of assignment dated 25" August, 2001 for several

variations of NIHAR label.
12. The above documents were sutficient to show that the Appellant’s
work/label was available earlier in the market. It is the settled position in
law that copyright exits independent of registration. Thus, the Appellant’s
labels are original artistic works. Owing to the similarity between
Appellant’s and Respondent’s label, it can be safely concluded that the
Respondent’s label, subject matter of the impugned Copyright registration,
1s not an original artistic work.
13. A perusal of the Trademark Registrar's website shows that the
Respondent has attempted registration of various trademarks bearing
nos.1105118 for NIHAL UTTAM, 1452054 for NIHAL ACTIVE
WASHING POWDER, 1452057 FOR NIHAL ACTIVE (LABEL), 1584396
for NJHAL ACTVIE FRESH, ‘DEVICE OF WASHING MACHINE &
BUBBLES (LABEL) and 1584398 for NIHAL GOLD, JK (MONO),
DEVICE OF COCONUT, COCONUT TREE & DROPS (LABEL). All of
the above trademarks have been refused, withdrawn or opposed. Thus; the
Respondent appears to be making a special attempt to imitate the Appellant
and copy various marks and labels of the Appellant. The conduct of the
Respondent is clearly dishonest and thus, the dictum of Justice Kekewich in

Munday v Carey (1905) R.P.C 273 at 276 clearly applies wherein the Court

held as under:
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"Where you see dishonestv. then even though the
similarity were less than it is here, you ought, I think,
0 pay great attention to the items of similarity, and

less to the items of dissimilarity”

14. Under the Copyright Act, all that the Board needs to look at is the
comparison of the artistic works. The Board is not examining all the factors
that are relevant to a passing off action. The artistic works being so similar
that one is almost an imitation of the other, there is no justification to rejectv
the rectification application. The Appellant’s products> were openly
advertised and have substantial sale in the market. Clearly, the Respondent
had access to the Appellant’s works and was copying the same. The
Appellant being a pérson aggrieved, the registration is an entry which
wrongly remains in the Register. The reasoning of the Copyright Board is
conﬁ‘ary o0 law.

15.  Moreover, it appears that the Respondent has also now gone out of
business and the Respondent’s address is also not traceable. Under these
circumstances, the Copyrigﬁt Board’s judgment is set aside. The Copyright
registration for the artistic work bearing No. A-64850/2003, described as

‘NIHAL UTTAM' is cancelled/ rectified. The same is directed to -be

— e

removed from the Register of Copyrights. Needful to be done within 8

weeks. A copy of this order be sent to the Registrar of Copyright Board,
Baudhik Sampada Bhavan, Plot No.32, Sector-14, Dwarka, New Delhi for

compliance.
16.  Appeal is allowed in the above terms. S,O/(K
PRATHIBA M. SINGH
Judge
APRIL 20, 2018/Rahul
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14.

Registration No:

Name,address and nationality of the applicant:

Nature of applicant's interest in the copyright of the
work

Class and description of the work
Title of the work:
Language of the work:

Name, address and nationality of the author and if
the aouthor is deceased, date of his decease:

Whether the work is published or unpublished:

Year and country of the first publication and name,
address and nationality of the publisher:

Years and countries of subsequent publications, if
any, and names, addresses and nationalities of the
publishers:

Names, addresses and nationalities of the owners
of various rights comprising the copyright in the
work and the extent of rights held by each, together
with particulars of assignments and licences, if any:

Names, addresses and nationalities of other
persons, if any, authorised to assign or licence of
rights comprising the copyright:

If the work is an Artistic work, the location of the
original work, including name, address and
nationality of the person in possession of it. ( In the
case of an architectural work, the year of completion
of the work should also be shown)

Remarks:

Diary No. 01941/2002-CO/A
Date of Application: ~ 12/07/2002

Date of Receipt: 08/10/2002

Government of India
Copyright Office
Register of Copyrights

Dated: 25/07/2003
A-64850/2003

MRS. JAGJIT KAUR, SOLE PROP.

M/S J.K. ENTERPRISES, JAHAJI KOTHI, KALI
ASTHAN, PATNA CITY - 800 009, BIHAR.
INDIAN

OWNER

ARTISTIC
NIHAL UTTAM
ENGLISH

NAME & ADD. AS IN COL.2 ABOVE.
INDIAN

PUBLISHED

2002 INDIA
NAME & ADD. AS [N COL.2 ABOVE.
INDIAN

NIL

NAME & ADD. AS IN COL.2 ABOVE.
INDIAN

NAME & ADD. AS IN COL.2 ABOVE.
INDIAN

PATNA CITY
NAME & ADD. AS IN COL.2 ABOVE.
INDIAN

A COPY OF THE WORK IS ANNEXED

P

DEPUTY REGISTRAR OF COPYRIGHTS




GOVERNMENT OF INDIA
TRADE MARKS REGISTRY
No. C.C.5018/2001-2002 | / 1474

Central Building,
101, MK. Road,
Mumbai - 400 020.
From : The Registrar of Trade Marks Date: 94-6~ <L
To,
SHUKLA TRADE MARK COMPANY
KOLKATA

Sub: Copyright search in respect of the label “NIHAL UTTAM” in the name
of J K. ENTERPRISES.
Sir / Madam,

With reference to your letter / request on form TM-60 dated 11-2-2002 a search has been made
among the collections of pending marks as well as in the Register of Trade Marks, available upto 06-
06-2001.

A certificate from the Registrar of Trade Marks is enclosed herewith.

Encl: As above (Certificate) ol \\
For REGISTR F




To

The Registrar of Copyrights

Copyright Office,
New Delhi.

C.C. 5018/2001-2002

GOVERNMENT OF INDIA
TRADE MARKS REGISTRY

Central Building,

101, MK. Road,

Mumbai — 400 020,

C TIFICATE
(For use under Section 45(1) of the Copyright Act, 1957)

In the matter of Copyright registration in
respect of the label “NIHAL UTTAM” of
M/S. JK. ENTERPRISES, Jahaji Kothi,
Kali Asthan, Patna City — 800 009, Bihar.

It is hereby certified that a search has been made among the
collections of pending marks as well as in the Register of Trade
Marks for the artistic work as a whole and that no Trade Mark
identical with or deceptively similar to the said artistic work (a
copy of which iz annexed hereto) has been registered under the
Trade and Merchandise marks Act, 1958 or that no application has
been made under the said Act for registration by any person other
than the applicant who has applied for registration of the artistic
work under No. 1079163 in Class 29.

Dated this 14™ day of June, 2002.
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1. "In the name of Proprietor(s). $ Jagjit Kaur,
M/s. J. K. Enterprises,
Jaha ji Kothi,
Kali Asthan,
Patna City=800 009,

Bihar, India,

2. Address for Service(s). $ SHUKLA TRADE MARK COMPANY

71, Canning Street,
Room Ne. C=518,
Sth Floor,

Bagree Market,

Kolkata=700 001,

S ignature
J/k*’ﬁ’r v
( H, P, SHUKLA )

Advocate.
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